
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Yorimasa SUWA et al. 

Application No.: 10/569,791 Confinnation No.: N/A 

Filed: February 27, 2006 Art Unit: Not Yet Assigned 

For: TARGET PROTEIN OF ANTIDIABETIC AND Examiner: Not Yet Assigned 
NOVEL ANTIDIABETIC "INSUFUL" 
CORRESPONDE^G THERETO 



LETTER 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

Subsequent to the filing of the above-identified application on February 27, 2006, 
attached hereto is an English Translation of the Intemational Preliminary Report on Patentability 
issued by the Intemational Bureau on behalf of the Intemational Searching Authority. Please 
make this document of record for the above-identified application. 



Birch, Stewart, Kolasch & Birch, LLP 



GMM/tmh 



Application No.: 10/569,791 



Docket No.: 1254-0305PUS1 



If necessary, the Commissioner is hereby authorized in this, concxirrent, and future 
replies, to charge payment or to credit any overpayment to Deposit Accoimt No. 02-2448 for any 
additional fees required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17; particularly, extension 
of time fees. 



Dated: September 26, 2006 



Attachment(s) 



Respectfully submitted. 
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RegistratioryNo 

BIRCH, SlfewART, KOLASC 
81 10 Gatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-8000 
Attorney for Applicant 
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PATENT COOPERATION TREATY PCT/JP2004/01 6996 

From ihe INTERNATIONAL BUREAU 



PCT 



NOTinCATlON OFTRANSMm'AL 
OFCOPlliS OF TRANSLATION 
or THIi INTERN A110NAL PRRLIMINARY REPORT 
ON PATENTABILITY 
(C] lAP mR 1 OR CI 1 APrUR 11 
OFTME PATENT COOPERATION 'I'REA'l-Y) 

(PC^^ Rules 44i?Ls,3(c) and 72.2) 



Dale of mailing (dax/montli/year) 

03 August 2006 (03.08.2006) 



To: 



HIRAKI, Yusuke 
Kamiya-cho MT BIdg. 19F 
3-20, Toranomon 4-chome 
Minato-ku, Tokyo 1050001 
JAPON 



Applicani's or ageni's file reference 
PH-2317-PCT 



IMPORTANT NOTIFICATION 



liiLcniational application No. 
PCT/JP2004/016996 



Inicrnalional filing dale (day/montfi/year) 

1 6 November 2004 (16.11 .2004) 



Applicant 



REVERSE PROTEOMICS RESEARCH INSTITUTE CO., LTD. et al 



1 . Transinitlal of the IranslaUon to the applicant. 



0 
□ 



The Iniernaiional Bureau iransmils herewith a copy of the English translation of the international preliminary report on 
patentability (Chapter 1). 

The Inicniaiional Bureau iransmils herewith a copy of the English translation of the international preliminary report on 
paieniabilily (Chapter 11). 



2- Transmittal of Ihe copy of the translation to the designated or elected Offices. 

The Iniernaiional Bureau notifies the applicant that copies of that translation have been iransmilled to the following designated or elected 
Offices requiring such translation: 

None 

The following designated or elected Offices, having waived the requirement for such a transmittal at this time, will receive copies of that 
translation from the International Bureau only upon their request: 

AE AG AL AM, AP, AT, AU, AZ. BA, BB, BG, BR, BW, BY, BZ, CA, CH, CN, CO, CR, CU, CZ, DE, DK, DM, DZ, EA, 
EC EE,' EG, EP, ES, Fl, GB, GD, GE, GH, GM, HR, HU, ID, IL, IN, IS, JP, KE, KG, KP, KR, KZ, LC, LK, LR, LS, LT, LU, 
LV MA MD, MG, MK. MN, MW, MX, MZ, NA, Nl, NO, NZ, OA, OM, PG. PH. PL, PT, RO. RU, SC, SD, SE, SG. SK, SL, 
SY. TJ, TM, TN, TR. TT, TZ, UA, UG, US, UZ, VC, VN, YU, ZA, ZM. ZW 

3. Reminder regarding translation into (one of) the ojricial langtiage(s) of the elected Onicefs). 

The applicant is reminded that, where a translation of the international application must be furnished to an elected Office, thai translation 
must contain a translation of any annexes to the international preliminary report on patentability (Chapter 11). 

It is the applicant's rcsponsihility to prepare and furnish such translation directly to each elected OIHcc concerned within the 
applicable thne limit (Rule 74,1). Sec Volume D of the PCT Applicant's Guide for further details. 



The Intcmational Bureau of WlPO 
34, chemin dcs Colombelles 
1211 Geneva 20, Swilxerland 



Facsimile No. +41 22 338 82 70 



Authorized officer 



Masashi Honda 



Facsimile No. +4 1 22 338 82 70 



Form PCT/lB/338 (January 2004) 



PATENT COOPERATION TREATY 



PCT 

INTERNATIONAL PRELIMINARY REPORT ON PATENTABILm' 
(Chapter I of ihe Paieiil Coopcralion Treaiy) 



(PCT Rule 44My) 



Applicanl's or ygcnl's file reference 
PH-2317-PCT 


FOR FURTHER ACTION 


Sec item 4 below 


Inlemational application No. 
PCT/JP2004/016996 


1 n I em al i o n al f i 1 i n g date (day/monili/ye.a r) 
16 November 2004 (1 6.1 1 .2004) 


Priority date (Jav/tnowfi/vear) 

01 December 2003 (01.12.2003) 


Iniematjonal Patent Classification (8lh edition unless older edition indicated) 
See relevant information in Form PCT/ISA/237 


Applicant 

REVERSE PROTEOMICS RESEARCH INSTITUTE CO., LTD. 



1. This inlemational preliminary report on patentability (Chapter I) is issued by the International Bureau on behalf of the 
International Searching Authority under Rule 44 bisAial 

2. This REl^ORT consists of a total of 6 sheets, including this cover sheet. 

In the attached sheets, any reference lo the writlen opinion of the Intemational Searching Authority should be read as a reference 
to Ihe international preliminary report on patentability (Chapter I) instead. 



3. This report contains indications relating to the following items: 

Basis of the report 
Priority 





Box No. I 


□ 


Box No. n 




Box No. ni 


X 


Box No. IV 




Box No. V 


□ 


Box No. VI 


□ 


Box No. Vn 


□ 


Box No. Vni 



Non-establishment of opinion with regard to novelty, inventive step and industrial 
applicability 

Lack of unity of invention 

Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

Certain documents cited 

Certain defects in the international application 

Certain observations on the inlemational application 



4. The International Bureau will communicate this report to designated Offices in accordance with Rules 44bis3(c) and 93bis. 1 but 
not, except where the applicant makes an express request under Article 23(2), before the expiration of 30 months from the priority 
date (Rule 44his .2). 





Date of issuance of this report 
27 July 2006 (27.07.2006) 


The International Bureau of WI1*0 
34, chemin des ColombeUes 
1211 Geneva 20, Switzerland 

Facsimile No. +41 22 338 82 70 


Authorized officer 

Masashi Honda 

e-ninil: pt08@wipo.inl 



Pomi PClVlB/373 (January 2004) 



PATENT C:OOPERATION TREATY 



From the 

INTERNATIONAL SEARCMIING APTMORITY 



To: 



PCT 



WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



(PCT Rule 4?/?/s.I) 



ApplicarH's or agent's file reference 

PH-2317-PCT 



Dale of niniling 
(day/mom h/vfiir) 



FOR FliRTIIER ACTION 

See paragraph 2 below 



International application No. 

PCT/JP2004/016996 



Inlcrnational filing date (day/iiioialt/year) 

16.11.2004 



Priority date {ihiy/monlli/year) 

01.12.2003 



International Patent Classincalion {IXK") or both national classification and IK' 



Applicant 

REVERSE PROTEOMICS RESEARCH INSTITUTE CO . , LTD . 



1. This opinion contains indications relating to the following items: 
Basis of the o|)inion 
Priority 

Non-establishment of opinion with regard to novelty, inventive stei? and industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 43/?/.sJ(aKi) with regard to novelty, inventive step or industrial 
applicability: citations and explanations supporting such statement 

Cei-tain documents cited 

Certain defects in the international application 

Certain observations on the international application 

2. FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will be considered to be a written opinion of the 
International Preliminary Exan^ning Authority ( iPEA") except that this does not apply where the applicant chooses an Authority other 
than this one to be the IPEA and the chosen IPEA has notified the International Bureau under Rule 66.1 Wi^b) thiU written opinions of 
this International Searching Authority will not be so considered. 

If this opinion is. as provided above, considered to be a written opinion of the IPEA. the applicant is invited to submit to the IPEA a 
written reply together, where appropriate, with amendments, before the expiration of months from the date of mailing of Form 
PCT/ISA/220 or before the exj>iration of 22 months li om the priority date, whichever expires later. 

For fwther options, see Form PCT/ISA/220. 
X For further details, see notes to Form PCT/IS/^22t). 



Name and mailing address of the 1SA/.1P 


Authorized officer 


Facsimile No. 


Telephone No. 



Form K'T/ISA/237 (cowr sheet) (.lanuary 2(«M) 



123 


Box No. 1 


□ 


Box No. II 


lEI 


Box No. Ill 




Box No. IV 


El 


Box No. V 


□ 


Box No. VI 


□ 


Box No. VII 


□ 


Box No. VIII 



WUriTKN OPINION OK Tlllt 
INTEKNATIONAK SEAUCIIING AUTHORITY 



Inlcrnalionni a])|)lication No. 

PCT/JP2004/016996 



Box No. I 



Kusis of this opinion 



1. Whh regard to !hc lungim}*c. this opinion has bvcn establishc<l on the basis of the international application in ih: language in which il was 
filed, unless otherwise indicated under this item. 

I I This opinion h:»s been established on the Knsis of a translation from the original language into the following language 

. which is the language of a translation furnished for the pin-poses of international search (under 

Rule 12.3 and 23. Ub)). 

2. With regard to any nucleotide and/or amino acid sequence disclosed in the international application and necessary to the claimed 
invention, this opinion has been established on the basis of: 

a. type of material 

a sequence listing 
I I tahle(s) related to the sequence listing 

b. format of material 

I I in written form:it 

IXI computer readable form 

c . t i me of fi 1 i ng/f umi shi ng 

[ I contained in the international apjJication as filed. 

filed together with the international application in computer readable form. 
I I furnished subsequently to this Authority for the purposes of search. 

3. I I In addition, in the case that more than one version or copy of a sequence listing and/or table(s) relating thereto has been filed or 

furnished, the required statements that the information in the subsequent or additional copies is identical to that in the a|)plicalion as 
filed or does not go beyond the application as filed, as appropriate, were furnished. 



Additional comments: 



Torm IK* •r/ISA/2.37 (Box No. I) (.lanuary 2(MM) 



WRrrTEN OPIN ION OF HIE 
INTEKNATIONAL SEARCH ING AUTIIOUITY 



Intcrnalional application No. 

PCT/JP2004/016996 



»ox No. in Non-cstablishmciH ol' opinion w iili rciiurd to novclly, invcnlivc slcp and induslriul applicability 



The questions whether the claimed invention appears to he novel, to involve an inventive stei> (to be non obvious), or to be industrially 
a))plicable have not been examined in respect of: 

□ the entire international a|j|)lication 

13 claims Nos. 9-22 , 

because: 



□ 



the said inlcrnalional application, or the said claims Nos. 

relate to the following subject matter which docs not require an international preliminary examination (spevify)' 



□ 



the description, claims or drawings {indicate partivttlart'lements below) or said claims Nos. 
are so unclear thai no meaningful opinion could be formed (sjM'dJy): 



□ 



□ 



the claims, or said claims Nos. ^ 

by the description that no meaningful opinion could be formed. 

no international search report has been established for said claims Nos. 9-22 



are so inadequately supported 



the nucleotide and/or amino acid sequence listing does not comply with the standard i>rovided for in Annex C of the Administrative 
Instructions in that: 



the written form 



the computer readable form 



has not been furnished 
I I does not comply with the standard 

has not been furnished 
I I does not comply with the standard 



I I the tables rehrted to the nucleotide and/or amino acid sequence li.«aing. if in compirter readable form only, do not comply with the 
technical reiuiiremenls provided for in Annex C-lm of the Administrative Instructions. 



retpiiremenls provided 
I I See .Supplemental Box foi- further details. 



PiH-m IKT/ISA/2.^7 (Box No. Ill) (.lanuary 2tKW) 



WKn TEN OlMNION OK TIIK 
INTKRNATIONAL SEARCH INC AlH IIORITV 



Inteinalional applicalion No. 

PCT/JP2004/016996 



Box N<). IV 



Liick <>r iinily of invention 



1 13 In response lo the invitation (Form K.T/1SA/2(K)) to pay additional fees the applicant has: 

I I paid iidditional fees 
I I paid additional fees under jn-otest 
not paid additional fees 

2 1^ xhis Authority found that the rcquiicment of unity of invention is not complied with and chose not to invite the applicant to pay 

additional fees. 

3. This Authority considers that the requirement of unity of invention in accordance with Rules 1 ?. J . 1 3.2 and 1 3.3 is 
I I comi>Iied with 

1^ not complied with for the following reasons: 

The inventions in claims 1-22 are divided into the following invention groups. 

(1) those relating to a target protein of an antidiabetic agent comprising an amino acid 
sequence represented by SEQ ID NO: 2 in the present application and mattei-s relating 
thereto (claims 1-8) 

(2) those relating to a method of screening candidate substances for an antidiabetic agent 
using a protein comprising an amino acid sequence represented by SEQ ID NO: 2 in the 
present application and matters relating thereto (claims 9-13) 

(3) those relating to a thiazolidine derivative represented by general formula (1) in claim 
14 and a method for production thereof (claims 14-22). 

The matter common to invention groups (1) and (2) is a protein comprising an 
amino acid sequence represented by SEQ ID NO:2 in the present application, but it is 
clear, as a result of the search, that J. Cell Biol. 1999, 147(4), p. 857-68 describes said 
protein and thus this shared matter is not novel. 

Specifically, this common matter falls within the category of the prior art and 
thus cannot be found a special technical feature in the sense of the second sentence of 
PCTRule 13.2. 

Thus, there is no matter common to all claims. 

In addition, there is no matter common to invention groups (1) and (3). In tenns 
of invention groups (2) and (3), the method relating to invention group (2) is not the 
method of producing a thiazolidine derivative relating to invention group (3) nor is it the 
method used, and no special technical feature shared by these invention groups is 
present. 

As discussed above, as there is no common matter that can be found to be a 
special technical feature in the sense of the second sentence of PCT Rule 13.2 among 
groups (l)-(3), no technical relationship can be found among these inventions diflering 
Irom each other in the sense of PCT Rule 13. 

Thus, the above invention groups do not fulfill the requirement for unity of 
invention. 

4. C onsequently, this opinion has been established in respect of the following pails of the international ap])licatioh: 
I I all paits 

IXI the p;Mls relating lo claims Nos. 1-8 , 



Form l'CT/ISA/237 (Box No. IV) (.laniiary 20(M) 



WRI ! TEN OPINION OF TMIi 
INTERNATIONAL SKAIU IIINC Al'TMORITV 



Inlcmalional npplicniion No. 

PCT/JP2004/016996 



Box No. V Reasoned slalcnieni under Rule 43lHS.I(a)(i) with rci»ard 1» novclly, invcniive slop or induslriul applkiihilily; 
cilalions and cxplanulions .supportiiiK such slalcnicnt 

I. Slntc-nicnt 



Novelly (N) 



Chiims 
Claims 



1-8 



NO 



Invenlive slep(I.S) 



Claims 

Claims 1~8 



NO 



Industrial applicability (lA) 



Claims 1~8 
Claims 



YES 
NO 



2. Cilalions nnd explanations: 

Document 1: J. Cell Biol., 1999, 147(4), p. 857-68 

The inventions described in claim 1-8 do not appear to possess novelty over the 
document cited in the ISR. 

Document 1 describes a y tubulin ring complex protein comprising an amino acid 
sequence represented by vSEQ ID NO:2 in the present application as well as genes encoding 
said protein (See Figure 1, and GenBank/EMBL/DDBJ accession number A.1249677 in 
particular). 



Form lKT/ISA/237 (Box No. V» (January 20()4) 



